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"The Panel" Decision of the
Full Federal Court

Jackie O’Brien, Sabiene Heindl and Dana Wintermantel consider broadcast copyright in "The

Panel" decision.

nce considered by many to be one

of the weaker forms of copyright

protection, the strength of
broadcast copyright has been significantly
bolstered by the Full Federal Court
decision in TCN Channel Nine Pty Lid v
Network Ten Pty Ltd".

The decision of the Full Federal Court of
22 May 2002 has significant implications
for broadcasters, editors, producers and
others within the television and motion
picture industries.? The Full Federal
Court held that the making of videos of
third parties’ television footage and
rebroadcasting of any of the actual
images and sounds constituted copyright
infringement. Furthermore, fair dealing
defences were undermined by elements
of subjectivity and degree.

OVERVIEW

Briefly, Channel Nine alleged that
Channel Ten had engaged in copyright
infringement under the Copyright Act
1968 (the Act) by broadcasting short
excerpts of Channel Nine programs on
its television show “The Panel” as its
members highlighted the “serious™ and
“ridiculous” in that week’s news and
entertainment. The appeal to the Full
Federal Court involved 10 program
segments shown on The Panel ranging
from the Prime Minister singing “Happy
Birthday” to Sir Donald Bradman to

Marlena from “Days of Our Lives”
levitating above a bed.

Channel Ten defended the action on the
basis that the broadcast of the segments
constituted “fair dealing”. .. either for the
purpose of “criticism or review™? or “the
reporting of news”.*

THE DECISION AT FIRST
INSTANCE

At first instance, Justice Conti considered
two main issues:

1. The scope of the television broadcast
copyright under:

(a) section 87(a) of the Act — which
grants the owner of the copyright
in a television broadcast exclusive
rights to make a cinematograph
film of the broadcast or copy of
such a film;

(B) section 87(c) of the Act — which
grants the owner of the copyright
in a television broadcast exclusive
rights to re-broadcast it or
communicate to the public
otherwise by broadcasting it; and

2. Whether or not the fair dealing
defence would apply.

Justice Conti held that in order to infringe
copyright in a television broadcast it was
necessary to take a “substantial part” of
that subject matter. He concluded that
whether an excerpt was to be considered
“substantial” was to be determined by
reference to the particular subject matter.
In relation to television footage, the
subject matter was a program or a
segment of a program with a self
contained theme and did not include
advertisements, station logos or station
breaks.
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Media Ownership Bill Jumps

First Hurdle

Raani Costelloe comments on the progress of proposed changes to cross-media and foreign

ownership restrictions.

he Federal Government has

been successful in making the

first step towards its goal of
repealing the cross-media and foreign
ownership restrictions, following the
passing of a bill to amend the
Broadcasting Services Act 1992. The
second step is more difficult.

The successful passage of the
Broadcasting Services Amendment
(Media Ownership) Bill 2002 (the Bill)
through the Commonwealth House of
Representatives on 15 October 2002
is the farthest that the Coalition
Governiment has gone towards its long-
held goal of repealing the cross-media
and foreign ownership restrictions in
the Broadcasting Services Act 1992
(BSA). In previous attempts to pass
similar legislation, the Government
failed to gain the support of its own
party members in the lower house.

For the RBill to become law, the
Government must persuade
independent Senators to support it
because the Governrment does not have
an upper house majority and the
Australian Labor Party, the Australian
Greens and the Australian Democrats
have, up until now, opposed the Bill.

Prior to its passage through the lower
house, the Bill (first tabled in March
2002) was amended following a Senate
Committee Report of June 2002 in
which Government members of the
committee recommended a number of
changes to the first draft. The changes
reflect concern from Government
members regarding the need for
disclosure of cross-media holdings and
maintaining diversity of news and local
news content in regional Australia.
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THE BILL

The Bill proposes to amend the BSA
by repealing media-specific foreign
ownership restrictions and creating an
exemption to the cross-media
ownership restrictions that would
allow a person or company to control:

+ a commercial radio licence, a
commercial television licence and/
or a major newspaper in the same
metropolitan licence area (each a
media operation); and

* two separate media operations ina
regional licence area - any two of
a commercial television licence, a
commercial radio licence or a major
newspaper, but not all three,

provided that separate editorial
processes are maintained between the
individual media operations.

CURRENT CROSS-MEDIA
AND FOREIGN OWNERSHIP
RESTRICTIONS

The BSA presently prevents any one
person controlling more than one of the
following in any geographic licence
area:

+ acommercial free-to-air television
licence;

« acommercial radio licence; or

*  amajor newspaper.

The BSA contains specific foreign
ownership restrictions with respect to
free-to-air and pay television licences,
including:

e free-to-air television: foreign
persons must not be in a position
to control a free-to-air television
licence and the total of foreign
interests must not exceed 20%;

« pay television; foreign interests are
limited to a 20% company interest
in a pay television licence for an
individual and a 35% company
interest in aggregate.

A person is regarded to be in a position
to exercise control of a licence,
company or newspaper if the person
has company interests exceeding 15%.
Company interests can be
shareholding, voting, dividend or
winding-up interests. The Australian
Broadcasting Authority (ABA) may
also have regard to other non-company
interest factors in determining the issue
of control.

In addition to the BSA, there are
controls on foreign investment in the
media under the Foreign Acguisitions
and Takeovers Act 1975 (Cth)
(FATA). In summary:

* all media: all direct (ie non-
portfolio) proposals by foreign
interests to invest in the media
sector, irrespective of size, are
subject to prior approval under the
Government’s foreign investment
policy on a national interest basis.
Proposals involving portfolio share
holdings of 5% or more must also
be approved;

+ newspapers: the maximum
permitted aggregate foreign (non-
portfolio) interests in national and

Communications Law Bulletin, Vof 21 No 3 2002

accompanying sounds continues.
Visual images and accompanying
sounds as they are broadcast,
themselves satisfy the definition of
“television broadcast”: cf the
observations of Buckley LJ in Spelling
Goldberg at 296. One does not have
to wait until there has been a
transmission of enough of the images
and sounds to constitute a
programme, or any other subject
matter, before concluding that a
television broadcast has been
made.”®

Justice Hely held that the interest
protected by the copyright is the actual
images and sounds in the broadcast,
rather than a larger “whole” or composite
of interesis. He concluded that a
“television broadcast in which copyright
may subsist is made whenever visual
images and accompanying sounds are
broadcast by way of television”.” His
Honour expressly rejected the notion that
the “thousands” of transmissions daily
lead to any inconvenience or absurdity.'

WHAT ABOUT THE “FAIR
DEALING DEFENCE”?

Channel Ten argued that the broadcast
of the 10 segments the subject of the
appeal constituted fair dealing for the
purpose of either criticism, review or the
reporting of news. The Appeal was
upheld in relation to five of the 10
segments.

Justice Sunberg stated “the defence of fair
dealing involves questions of degree and
impression, on which different minds can
reasonably come to different
conclusions”." This is clearly borne out
by the decision itself in which the three
Federal Court judges reached different
conclusions about whether or not the fair
dealing defence was established in
relation to some of the segments.

The Court did broadly agree on the
principles that emerged from authorities
involving fair dealing defences (as
summarised by Justice Conti at first
instance), which included:

Generally:

« “fair dealing involves questions of
degree and impression; it is to be
judged by the criterion of a fair

Communications Law Bulletin, Vol 21 No 3 2002

minded and honest person, and is an
abstract concept™;

= “fairness is to be judged objectively
in relation to the relevant purpose,
that is to say, the purpose of the
criticism or review or the purpose of
reporting the news; in short, it must
be fair and genuine for the relevant
purpose™...;

Criticism and review:

*  “must be genuine and not a pretence
for some other form of purpose, but if
genuine, need not necessarily be
balanced”;

News:

* “news is not resiricted to current
events” and “may involve the use of
humour though the distinction
between news and entertainment may
be difficult to determine in particular
circumstances”.

Channel Nine argued that it was
incumbent upon Channel Ten to prove
that it had the relevant purpose of

criticism or review or of news reporting.
It argued that Channel Ten’s purpose was
to entertain, provide program content and
achieve ratings and that this did not
ground a fair dealing defence. The Court
held that even if that was Channel Ten’s
purpose, this did not disentitle it from
relying on the fair dealing defence if
Channel Ten’s program involved or
included criticism, review or reporting of
NCWS.

The Court considered the particular Panel
Segments the subject of the appeal. Those
of particular interest are the segments for
which the Court reached differing views.
For example:

* The Today Show segment showed
Boris Yeltsin shaking hands with
three former Russian Prime Ministers.
Justices Hely and Sunberg confirmed
the primary judge’s statement that
there could be an overlap between
news and entertainment and that the
primary judge had not erred in coming
to the conclusion that the particular
segment was entertainment only. In
contrast, Justice Finkelstein
concluded that the discussion
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name amounts to bad faith, the UDRP
provides that a complaint must show that
there is a pattern of conduct showing
intent to prevent the complainant from
reflecting its trademark in a
corresponding domain name.

PRECEDENT UNDER THE
UDRP AND THE AUDRP

Decisions under the auDRP are not
designed to be expressly binding for
future panels; nevertheless, if practices
in relation to the UDRP are at all
indicative of practices that may come to
emerge under the auDRP, decisions may
come to have a strong persuasive effect
on panels,

Under the URDP, decisions are officially
published on the Internet and this has led
to a practice by panels of citing back to
previous decisions. Most decisions have
used the previous cases with only the
weight of persuasive authority, while a

few appear to view themselves as being
bound by precedent. For instance, in
Zwack Unicum Ltd. v. Duna
(zwackunicum.com) D2000-0037 the
panelist cited the earlier decision in World
Wrestling Federation Entertainment Inc.
v Bosman
(worldwrestlingfederation.com) D99-
0001 to establish the evidentiary burden
as requiring proof of both registration and
use in bad faith. The better view, and this
is reflected in most UDRP decisions, is
that previous decisions are merely
persuasive.

As decisions become handed down by
auDRP panels, and assuming that those
decisions are subject to formal and public
disclosure, the role (if any) of previous
decisions as precedent will become clear.

LITIGATION

Clause 2.2 of the auDRP makes clear that
the policy only applies to disputes which

meet the requirements set out in Schedule
4 Clause 4(a} (described above). Domain
name disputes which do not fit within the
scope of this provision may still be
addressed by laws relating to passing off,
misleading and deceptive conduct, and
trade mark infringement. Likewise, other
disputes which are very specific to
dornain names, such as those relating to
meta tags and deep-hyperlinking, will
also continue to be resolved by the courts.

As a final note, the decisions under the
aulDRP are not subject to appeal as a
function of the policy. Nevertheless, it
remains to be seen whether a party could
effectively appeal a decision by way of
the operation of administrative law.

Andrew Byrne is a Law Graduate and
Andrew Wiseman is a Partner at the
Sydney office of Allens Arthur Robinson

ACCC V Rural Press

Janey Draper reviews the recent Full Federal Court decision in ‘Rural Press’ regarding misuse of

market power

he Full Federal Court recently
overturned the decision of Justice
Mansfield in ACCC v Rural Press

& Ors [2001] FCA 1065, a case that

extended the boundaries of the misuse of
market power provisions in the Trade
Practices Act 1974 and made some
interesting comments and observations
on exclusionary provisions.

THE RURAL PRESS STORY

The Rural Press case concerned the
actions of the Rural Press and Bridge
Printing (the Rural Press parties),
owners of The Murray Valley Standard
(the Standard), in pressuring Waikerie
Printing, owner of The River News, to stay
out of Bridge Printing’s territory.
Waikerie Printing had begun to source
advertising and news in Mannum, an area
normally serviced by the Standard.
Following telephone calls, discussions,
correspondence and threats by Rural
Press to start publishing a new rival
newspaper in the Riverland in direct
competition with The River News,
Waikerie Printing agreed to revert to ifs
prime circulation area, which stopped
40km north of the town.

Originally, Justice Mansfield found that
the Rural Press parties had misused their
market power in the market for regional
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newspapers in Murray Bridge and that
the Rural Press parties and a competitor,
Waikerie Printing, had entered into an
arrangement that substantially lessened
competition, in breach of section 45 of
the Trade Practices Act 1974 (TPA) and
involved an exclusionary provision.

Justice Mansfield’s finding on market
power was curious, because the relevant
conduct was consistent with competitive
conduct and the action of the Rural Press
parties seemed not to be connected with
their power in the relevant market. Not
surprisingly, the Rural Press parties
appealed to the Full Federal Court. The
ACCC cross-appealed on the issue of
penalties.

The Full Court overturned Justice
Mansfield’s decision on exclusionary
provisions and misuse of market power,
but upheld his decision on substantial
lessening of competition and, to a lesser
extent, on penalties.

EXCLUSIONARY
PROVISIONS

An exclusionary provision is an
arrangement between competitors which
prevents, restricts or limits supply to, or
acquisition from, particular persons or
classes of persons. Justice Mansfield found
that those Mannum residents who no
longer received The River News as a result

of the arrangement between the Rural
Press parties were a ‘class of persons’. On
appeal, the Rural Press parties argued that
the relevant class of persons should not be
defined only by reference to the fact of their
exclusion, but that they should share some
positive characteristic. Alternatively, they
argued that even if a particular class of
persons was defined on the basis of
exclusion only, the arrangement should
still be specifically targeted at that class at
the time it was made.

In finding that the arrangement did not
involve an exclusionary provision, the
Full Court held that the ‘class of persons’
must be the intended and specific object
of the conduct and, unless this is so, they
will not constitute a particular class for
the purposes of the TPA. In this respect,
the Full Court followed both Justice Finn
at first instance in South Sydney District
Rugby League Club Ltd v News Ltd
(2000) 177 ALR 611 and Justice Heerey
on appeal (in dissent) in South Sydney
District Rugby League Foothall Club Ltd
v News Limited (2001) FCA 862. That
case is now on appeal to the High Coust.
Furthermore, the Full Court held that
there was no reason to find that either
party had any purpose of injuring or
disadvantaging those who no longer
received The River News, because it was
the effect of the geographic zoning
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to support sufficient local television
news and information in regional
markets and so proposes regulation to
address this market failure.

“TRADING CREDITS”

In evidence to the House of
Representatives Regional Radio Inquiry
last year the Deputy Chair of the ABA,
Ms Lyn Maddock, suggested that the
Committee consider a “trading credits”
system as a way of sharing the
responsibility between commercial radio
broadcasters to provide for localism
because, as she said, “if you had a
system whereby you mandated that every
station is responsible for there, being on
air in the area, X minutes or X hours per
day of community news, but could
contract with another station to deliver
on their behalf, then the station that is
most efficient at producing and
organising it will do so”.

It is surprising therefore, that on this
occasion, the option of a “trading
credits” system for local news has not
been suggested by the ABA. The ABA’s
proposal places the burden of providing
local information and news directly on
cach broadcaster but with no capacity
for any trading of responsibility.

If “trading credits” were allowed, and a
single licensee provided all the local
content, it is hard to see how the public
would be any worse off. In fact they
may be better off as the content is likely
to be of a higher quality, being produced
by a dedicated team that has a significant
incentive to make it work commercially
and the programming of local content in
the same time slots will be avoided. It
is not in the public interest to have head-
to-head programming of local news
which is quite likely to occur in amarket
where all three licensees are required to
provide it.

DIVERSITY

One of the arguments against the
“trading credits” system might be that it
leads to a monopoly in the provision of
local news and views that may lead to a
narrowing of the diversity of lecal views
and attitudes published in the media in
the local area.

Communications Law Bulletin, Vol 21 No 3 2002
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‘What this fails to take account of is that
diversity in local news and information
in regional areas is provided primarily
by the diversity that exists between the
news and information provided by
television, the local newspaper, and
radio, commercial, community and, most
importantly, ABC radio, rather than the
limited diversity that might be expected
to occur between the three commercial
television services.

COMPETITION POLICY

What about any competition policy
concerns? Isit to be suggested that there
is amarket in local news and information
for television? History indicates
otherwise. In most regional centres the
television local news service has been
reduced to a single service provided by
only one broadcaster. Any market that
existed has not been able to support
competition between the three television
services. There is probably a market as
between radio, television and newspaper
for local news and information. There

is also a market for local advertisers as
between television, radio and newspaper
but this proposal is not likely to
substantially lessen competition in either
of these markets.

CONCLUSION

The Broadcasting Services Act 1992
intends that the ABA regulate in a
manner that enables public interest
considerations to be addressed in a way
that does not impose unnecessary
financial and administrative burdens on
industry. If the same overall outcome,
of a fixed amount of local content being
broadcast, can be achieved at a lower
cost to industry by using a “trading
credits” system then the ABA’s proposed
new licence condition should allow for
this.

John Corker is a Senior Associate at
Clayton Utz. He was previously the
General Cornsel for the Australian
Broadcasting Authority.
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Dispute Resolution For
Australian Domain Names

Andrew Byrne and Andrew Wiseman examine the new Australian domain name dispute resolution

policy.

n 1 July 2002, the Australian

domain name administrator,

auDA, introduced new policy
rules for domain name registration. More
recently, on 1 August 2002, auDA
introduced a new dispute resolution
policy (the auDRP) to apply to all domain
names registered under and governed by
the new policy rules. The auDRP is
modelled on the widely used Uniform
Dispute Resolution Policy (UDRP) for
generic top level domains and will have
significant implications for Australian
businesses with an Internet presence.

The purpose of the auDRP is to provide a
cheaper and more expedient alternative
to litigation for the resolution of disputes
between the registrant of a .au domain
name and a party with competing rights
in the domain name.

ADMINISTRATION OF .AU
DOMAIN NAMES

Domain names broadly fall into two
categories: generic top-level domains
{(gTLD), which include, for example, the
suffix .com for commercial domains or
.edu for educational domains; and country
code top-level domains (ccTLD), with a
suffix that corresponds to the country
which governs the use of that domain
space. Examples of suffixes for c¢TLDs
include .an for Australia or .uk for the
United Kingdom. The expression second
level domain (SLD) refers to the portion
of a domain name that identifies the
specific and unique administrative owner
associated with the internet address. For
instance, www.aar.com.au is a second
level domain comprised of the ccTLD .au.

The domain name system on the Internet
is controlled at the highest level by the
Internet Corporation for Assigned Names
and Numbers (ICANN}. On 10
September 2001, auDA entered into a
ccTLD Sponsorship Agreement with
ICAAN which gives auDA the right to
administer the .au ccTLD for the benefit
of the Australian Internet community.
The .au c¢cTLD was previously
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administered by Mr Robert Elz of the
University of Melbourne and domain
names were registered through an
organisation named Melbourne IT which
set a policy for the registration and use
of the domain names.

auDA now licenses the registration
process to multiple registries each of
which must adopt auDA policies and bind
domain name buyers to those policies.

COMMON DISPUTES
RELATING TO DOMAIN
NAMES

Domain name disputes commonly
involve two parties with competing and
legitimate interests in a domain name or,
on the other hand, “cybersquatters” and
legitimate interest holders.

Cybersquatting is the practice of
registering, trafficking in, or using a
domain name with bad-faith intent to
profit from the goodwill of a trade mark
belonging to  someone  else.
Cybersquatters will normally register
domain names incorporating common
English words or words where it is
possible to pre-empt that such domain
names may be of commercial value to
individuals or organisations in the future.
For instance, an individual may become
aware that Widget Company Pty Ltd does
not have a gTLD domain name and may
thus proceed to register www.widget.com
with a view to selling it on to the company
in the future for a profit.

Under the old .au domain name
registration policy, applicants could only
register a .au domain name where they
held the same name as a company,
business, partnership, trading,
association or statutory body name.
Company and business names were the
most common vehicles. The applicants
could only register the exact name or an
acronym or abbreviation and could
generally only register one domain name
per business name or company name.
Abbreviations were restricted in Clause

3.6 of the old policy such that:

¢ the domain name could only be
derived from the characters contained
in the cominercial entity name;

¢ characters could be removed from the
commercial entity name to create the
domain name, but the sequence of the
characters could not be altered; and

* new characters (not appearing in the
commercial entity name) could not be
introduced to the domain name.

While this did not prevent cybersquatting,
it did require registraiion of a company
or business name incorporating the
appropriate word or acronym. There was
limited opportunity for multiple .au
domain name registrations from one
company or business name registration.

Although the new auDA policy is still
young, disputes are likely to arise in the
future due to the liberalised standards for
registration. Under the new policy, an
applicant is able to register a domain
name based on their Ausiralian registered
trade mark (or on a trade mark
application) and may also register a
domain name which is “closely and
substantially connected” to the applicant.
This new scope broadens the possibility
for an individual with bad intent to
establish a prima facie legitimate interest
in a domain name and attain registration
over it.

The new auDRP will address both new
and old types of disputes. It is important
to note, however, that the auDRP is
implemented by incorporation in
registration contracts and will therefore
only apply to domain names registered
on or after 1 July 2002. Nevertheless,
registration of domain names under the
auDA policy must be renewed every two
years and so all domain names will
automatically become subject to the new
dispute resolution policy within that
timeframe. Furthermore, registrants can
voluntarily elect to be bound by the
auDRP before their domain name licence
is renewed. For domain names registered
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RAM ISSUE

In another line of argument, Sony argued
that its protection devices did in fact
prevent a user from infringing copyright
by preventing the user reproducing a
substantial part of a work in material
form, namely, a substantial part of an
unauthorised CD-ROM reproduced into
the console’s Random Access Memory
{(RAM). So the question became whether
what is stored in RAM was in a material
form, defined as follows:

material form, in relation fo a work
or an adaptation of a work, includes
any form (whether visible or not) of
storage from which the work or
adaptation, or a substantial part of
the work or adaptation can be
reproduced.

This definition was introduced by the
Copyright Amendment Act 1984. Again,
this poor drafting has been criticised - and
indeed the decision in Pacific Gaming Pty
Limited v Aristocrat Leisure Industries
Pty Limited [2001] FCA 1636 confirmed
this criticism - because a computer
program cannot always be “reproduced”
from forms of storage such as integrated
circuits, CDs or floppy disks, in the sense
determined in Apple Computer Inc v
Computer Edge Pty Limited (1986) 161
CLR 171; 6 IPR 1, at best only a machine
code version being capable of being
derived. The Explanatory Memorandum
at that time said:

The definition of material form
includes such storage methods as
storage or reproduction on magnetic
tape, read only or random access
computer memory, magnetic or laser
disks, bubble memories and other
Jorms of storage which will doubtless
be discovered.

However despite this reference in the
Explanatory Memorandum to storage in
RAM, the finding in this case essentially
follows from and expands on the finding
in AVRA v Warner [2001] FCA 1719,
The key fact that will determine whether
storage of a work or a substantial part of
a work in RAM is stored in a “material
form™ will be whether it can, in the
ordinary course, be reproduced from
RAM. In AVRA v Warner, the court said
“in the ordinary course, temporary
storage of a substantial part of the
computer program in the RAM of a DVD
player will not involve the reproduction
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of the computer program in a material
form.” Likewise in this case the PS2 itself
provided no mechanism by which a copy
from the console’s RAM could be made.

UK POSITION

This outcome is in contradistinction to a
similar case run in the UK where Sony
successfully obtained an order that such
“mod chips” were circumvention devices.

In Kabushi Kaisha Sony Computer
Entertainment Inc. & Others v. Edmunds
(t/a Channel Technology) [2002] EWHC
45(CH), Sony claimed that an importer
of a “mod chip” known as “the messiah”
had contravened section 296 of the
Copyright Designs and Patents Act 1988
(the CDPA) that deals with copyright
infringement by means of any device or
means specifically designed or adapted
to circumvent copy-protection. Based on
the facts of the UK case it seems that this
chip had the same effect that the “mod
chips” in Australia have, that is to enable
CD-ROMs that are counterfeit and/or
from other regional zones to play on the
PS2 console sold in the UK.

Section 296(4) of the CDPA reads as
follows:

References in this section to copy-
protection include any device or
means intended to prevent or resirict
copying of a work or to impair the
quality of copies made.
It is also noted that in the CDPA
“reproducing the work in any material
form” includes storing the work in any
medium by electronic means, and hence
does not suffer from the same defect as
the Australian Act.

As aresult of these definitions, it was not
disputed that the “Boot ROM” system and
the embedded codes put into genuine CD
ROM:s and DVDs by Sony constituted the
type of copy-protection envisaged by s.
296 of the CPDA, the copying intended
to be prevented being the loading of the
game into the computer.

CONCLUSION

The reason for the difference between the
UK and the Australian outcomes seems
to lie with the wording of the relevant
provisions.

Both sets of laws have been derived from
the provisions of the WIPO Copyright
Treaty and WIPO Performances and
Phonograms Treaty, but Australia’s more
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